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REAL PARTY IN INTEREST 
The person named in the caption, Mr. Yang Pioung KIM, is the inventor only. The Assignee, 
GMP Co., Ltd. is the real party in interest in the present appeal. 

RELATED APPEALS AND INTERFERENCES 
There are no other related appeals or interferences known to Applicant which will directly 
affect or be directly affected by or have a bearing on the Board's decision in the present appeal. 

STATUS OF CLAIMS 

Originally, Claims 1 - 5 were filed in this case as a convention filing of a non-provisional 
application, claiming priority from a Korean patent application of December 1 8, 2000. The Korean 
application was eventually issued as a Korean patent, and corresponding patents in the United 
Kingdom and Germany have been issued. 

After the first Office Action of March 12, 2003, Applicant amended the claims into a 
condition for allowance as indicated by the Examiner. Claims 1-5 were canceled, and the subject 
matter in allowable form was re-presented as Claims 6-8. 

After another Office Action on August 14, 2003, Applicant amended the claims mto a 
condition for allowance as indicated by the Examiner. Claims 6-8 were canceled, and the subject 
matter in allowable form was re-presented as Claims 9-10. 

After still another Office Action on January 26, 2004, Applicant again amended the claims 
into a condition for allowance as indicated by the Examiner. Claims 9-10 were canceled, and the 
subject matter in allowable form was re-presented as Claims 11-12. The response is the third time 
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the prior art reference was available. 

A Final Action, on April 1 9, 2005, was finally received after a period of twelve (12) months. 
The Final Action included a new grounds of rejection and totally new prior art. In response, 
Applicant filed an amendment to Claims 1 1 and 12 with a Request for Continued Examination. 

Another Office Action was received on July 27, 2005, repeating the rejection of the Final 
Action. Applicant amended Claims 11-12 again in order to place the claims into the condition for 
allowance indicated on March 12, 2003. 

Another Final Action was received on February 7, 2006 instead. A new grounds for the final 
rejection was made. In response. Applicant filed the present appeal. Claims 1 1 and 12 are still the 
pending claims at issue in the present appeal. 

STATUS OF AMENDMENTS 
An amendment has been concurrently filed on July 10, 2006 with the present Appeal Brief, 
subsequent to the Final Rejection of February 7, 2006. The amendment places Claims 1 1 and 1 2 into 
a condition for appeal on the issue of obviousness based upon the prior art in the April 1 9, 2005 and 
July 27, 2005 rejections. 

SUMMARY OF CLAIMED SUBJECT MATTER 
The present invention relates to a light protecting (or stop light) sheet and a method for 
manufacturing the same. In particular, the light protecting sheet is capable of displaying an 
advertising subject of a real picture as an image of high resolution, which is advantageous in terms 
of low production costs and excellent light-proof characteristics. The light protecting sheet 
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comprises an aluminum-deposited film, a transparent film coated onto one side of the base film via 
a two-component adhesive, a white ink layer coated on the other side of the base film, and a hot melt 
layer covering the white ink layer. 

GROUNDS OF REJECTION 
TO BE REVIEWED ON APPEAL 

In the Final Office Action of February 7, 2006, it was indicated that Claims 11-12 were 

rejected under 35 U.S.C. § 1 12, first paragraph for a new matter rejection. Applicant subsequently 

amended the claims to remove the new matter, such that Claims 1 1-12 of the present appeal now 

correspond to an outstanding rejection under 35 U.S.C. § 103(a) as being obvious over the Hein 

patent alone or in combination with either one of the Whyzmuzis patent, the Murphy patent or the 

Miyamoto patent. This obviousness rejection was the substantive rejection in the Final Rejection 

of April 19, 2005 and the Office Action of July 27, 2005. 

ARGUMENT 

I. OVERVIEW 

Claims 1 1 and 12 have been amended to more specifically claim the layers of the present 
invention. In particular, independent Claim 1 1 now recites limitations regarding coating the film 
with white ink, wherein the white ink of the present invention is of a particular type that is no longer 
made obvious by the prior art. Applicant has consistently amended the claims as suggested by the 
Examiner for allowance throughout the prosecution of this application. Allowable subject matter 
has been indicated throughout the first three Office Actions, until a Final Action sent over two (2) 
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years after the first Office Action, based an obviousness rejection on new prior art. All other 
corresponding patent applications based upon the single Korean priority document have since issued, 
and Applicant has patiently pursued protection of the invention as claimed. As such, although 
technically proper and despite the faimess of timing of the rejections. Applicant still respectfully 
contends that the invention of Claims 11-12 as presented for appeal are not made obvious by the 
prior art or combinations. 

11. THE INVENTION IS NOT MADE OBVIOUS BY THE PRIOR ART 

So as to more clearly distinguish the present invention from the Hein patent and the prior 
art combinations, independent Claims 1 1 and 12 have been amended to more specifically claim the 
layers of the present invention. In particular, independent Claim 1 1 now recites limitations regarding 
coating the film with white ink, wherein the white ink of the present invention is of a particular type 
that is no longer made obvious by the prior art. Additionally, independent Claim 1 2 now reflects the 
limitation of the white ink layer. As such, Applicant's attomey believes that independent Claims 1 1 
and 1 2 now distinguish the present invention fi"om the prior art Hein patent and combinations of the 
prior art. 

A. THE INVENTION IS NOT MADE OBVIOUS BY THE HEIN PATENT 
ALONE 

Applicant respectfiiUy contends that the Hein patent does not make the present invention as 
now claimed obvious. The Hein patent fails to disclose any adhesive layer whatsoever, and there 
is no suggestion of any need for an adhesive layer in this prior art patent. As such, the Hein patent 
clearly does not disclose the application of two different layers with two different adhesive 
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properties. Furthermore, the Hein patent does not differentiate between the layers on the hot meh 
layer side and the transparent PET film side. The step of applying adhesive "directly onto" one side 
of the aluminum-deposited layer and the limitation of the adhesive and aluminum-deposited layer 
"without any layer therebetween" are not made obvious by a prior art reference that completely lacks 
an adhesive layer. The Hein patent does not suggest an adhesive, multiple adhesives nor the 
relationship between the adhesive layers as now claimed. 

B. THE PMOR ART COMBINATION DOES NOT MAKE THE PRESENT 
INVENTION OBVIOUS 

In the relevant Office Actions of April 19, 2005 and July 27, 2005, the Examiner has also 

rejected Claims 11 and 12 under 35 U.S.C. § 103(a) as being obvious over the Hein patent in 

combination with either one of the Whyzmuzis patent, the Murphy patent or the Miyamoto patent. 

The Examiner has argued that the Hein patent teaches all elements of the claims except for the use 

of an adhesive layer. In the combination, the remaining prior art patents teach the white ink layers 

over the entire surface. This white ink layer has been interpreted by the Examiner as a pigment and 

adhesive component white ink because an opaque color ink is used. In any case, either of the 

Whyzmuzis patent, Murphy patent or Miyamoto patent are used to disclose the two-component inks 

of pigment and adhesives to make the present invention obvious. 

1. ONE SKILLED IN THE ART WOULD NOT COMBINE THE PRIOR 
ART PATENTS 

In determining the propriety of the Patent Office's position as to obviousness in the first 
instance, it is first necessary to ascertain whether or not the referenced teachings would appear to be 
sufficient to one of ordinary skill in the relevant art knowing the reference before him to make the 
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proposed substitution, combination, or other modification. In re Lintner , 458 F.2d 1013, 1016, 173 
U.S.P.Q. 560 (C.C.P.A. 1972). A conclusion of obviousness may not be based on an impermissible 
hindsight reconstruction of the art. A pplication of Van Wanderhim, 378 F.2d 98 1 (C.C.P.A. 1967). 
It is insufficient to show merely that each separate element of a claimed invention can be found in 
one or various prior art references. Canadian IngersoU-Rand Co. v. Peterson Products^ Inc., 223 
F.Supp. 803, 139 U.S.P.Q. 61 (N.D. Cal. 1963). There should be some teaching, or at least 
suggestion, in the prior art that the individual elements can, or should, be combined as claimed. In 
reReeel, 526 F.2d 1399, 1403, 188 U.S.P.Q. 136 (C.C.P.A. 1975). 

As an invention for a cigarette package wrapper, the Hein patent teaches an over- wrapper 
material to be heat-sealed around a paper or cardboard carton. The Hein patent fails to disclose any 
adhesive layer whatsoever, and there is no suggestion of any need for an adhesive layer in this 
application. The heat-sealed material is important to preserve the tobacco contents packaged therein, 
and the adhesive is not necessary nor reliable enough to seal the carton. There is no suggestion that 
the addition of further layers of the type claim in the present invention would address the issue of 
creating a high barrier for protecting perishable contents. 

It is acknowledged that the Hein patent also discloses the use of ink and printing on the over- 
wrapper material. However, there is no suggestion that the ink of Hein patent requires any 
specialization or modification in order to function. The Hein patent coats the over-wrapper and any 
ink with the heat-seal layer. It is the heat-seal layer which dispenses with any need to improve the 
ink layer. 

In contrast to the Hein patent, the Whyzmuzis patent, Murphy patent and Miyamoto patent 
all relate to ink. The Whyzmuzis patent and Murphy patent are specifically drawn to ink for printing 



on laminates or films. The Miyamoto patent appears to be more specifically focused on the 
application of resins as additives to chemical compositions. These prior art patents are specialized 
for specific inks without a direct or necessary link to the cigarette carton wrapper of the Hein patent. 
There is no suggestion that such specialized inks are required for the application of a PET film with 
a heat-seal layer. As such, the combination of the Hein patent with either the Whyzmuzis patent, 
Murphy patent or Miyamoto patent should be re-considered. There is no suggestion to combine the 
ink referenced in the Hein patent with the specialized inks of the other three prior art patents. 

2. ALL ELEMENTS OF THE INVENTION AS NOW CLAIMED ARE 
NOT MADE OBVIOUS BY THE COMBINATION OF PRIOR ART 

Applicant respectfully contends that the key issue on appeal is whether the Hein patent or any 
combination of prior art with the Hein patent discloses the white ink layer and adhesive layer of the 
present invention. Applicant has repeatedly argued that the disclosure of an ink layer in the Hein 
patent or any combination of prior art with the Hein patent fails to disclose the separate and distinct 
layers of the adhesive and the white ink layer. It is extremely difficult to legitimately equate the ink 
layer of the prior art in order to make obvious a separate adhesive layer. 

Applicant acknowledges that an ink layer has a pigment and an adhesive property in order 
to stick to the surface to which it is applied; however, it is clear to those skilled in the art and in the 
present prior art that an "ink layer" is not analogous to an "adhesive layer". All prior art references 
cited by the Examiner differentiate between these two separate elements, and these terms are never 
used interchangeably to suggest one another. The Hein patent does not consider the ink layer to be 
an adhesive layer, as shown by the reliance upon the heat-seal layer for the sealing function. The 
Hein patent does not even consider an adhesive layer for sealing, even though an ink layer is 



mentioned. The Whyzmuzis patent references "flexible packaging printing inks" and "adhesive 
layer" as two distinct products. Of the seven stated objectives of the invention, three objectives 
relate to ink, three more objectives relate to resin components, and the remaining objective relates 
to an adhesive. The Murphy patent is solely devoted to laminating ink, and there is only a single 
reference to "adhesive" in the specification. "Adhesive" is used in reference to a separate layer, used 
in addition to the ink layer. The Miyamoto patent makes the same distinction between an ink layer 
and an adhesive layer. This patent discloses resins as a component of either ink or adhesive, making 
a clear and definite distinction between these types of compositions. 

In the prior art, one skilled in the art routinely distinguishes an ink layer and an adhesive layer 
in the field of laminates. Every piece of prior art recognizes the need to recite "ink" and/or 
"adhesive" because one term does not imply the other. Disclosing an ink layer does not 
automatically teach an adhesive layer to one skilled in the art, even though both layers have adhesive 
properties. If teaching an ink layer makes an adhesive layer so obvious, then there would be no need 
to repeatedly and explicitly recite both types of compositions throughout the prior art references cited 
by the Examiner. Applicant respectfully contends that disclosing an ink layer and an adhesive layer 
is not a redundant exercise to one skilled in the art. Furthermore, it is acknowledged that there are 
commonalities between an ink layer and an adhesive layer. From the Miyamoto patent, the "resin" 
element is the more general terminology of a common chemical between an ink layer and an 
adhesive layer. The resin element in a composition may have adhesive properties, but the 
composition may be either an ink layer or an adhesive layer. These are two different compositions 
in the prior art, and the obviousness rejection of the adhesive layer, based upon disclosure of an ink 
layer, should not be upheld. 



As such, the mention of an ink layer in the Hein patent or prior art combination with the Hein 
patent does not make an adhesive layer as claimed obvious. Furthermore, the mention of the ink 
layer on one side of the metal-deposited layer does not make the specifically claimed adhesive layer 
with placement limitations obvious. The distinction between an ink layer and an adhesive layer is 
a legitimate and practical distinction in function and composition. An ink layer is for display and 
commxmication purposes. One side of the ink layer may be exposed to dry with a glossy or matte 
finish according to the type of ink. In contrast, an adhesive layer is for structural and attachment 
purposes. The adhesive layer connects other layers or structures together and is not necessary 
exposed for display. The function as a building material is different than ink, so the chemical 
composition is correspondingly different. 

Furthermore, neither the Hein patent nor the prior art combinations can disclose that "white" 
can be a color of a colored pigment. Applicant respectfully contends that certain layers of the present 
invention as now claimed are very clearly NOT shown nor suggested. Layers 12 and 14 of the Hein 
patent are analogous to the aluminum-deposited layer 1 02 of the present invention. However, on the 
other side of the metal-deposited layer, the other inventive elements of the transparent layer 100 and 
the white adhesive layer 101 are not present in any of the prior art. These layers are important 
innovations that address particular problems discussed in the application as a display sign and that 
are not made obvious by the prior art. 

It is important to note that the present application is a convention filing of a Korean priority 
application. Corresponding patent applications in other countries have similarly been filed with the 
priority claim. Applicant respectfully recognizes that the U.S. Patent and Trademark Office and the 
Examiner must apply the laws of the United States and acknowledges that the Examiner and the U.S. 
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Patent and Trademark Office cannot be compelled by any other patent office of any other nation. 
Just for information and not for any binding authority, the corresponding conventional applications 
in various countries have already been determined and validated as patentable subject matter, such 
that multiple patents in these two other countries have issued. Copies of the cover sheets of these 
allowed patents are attached hereto. 

On the basis of the reasons stated herein, Applicant respectfiiUy contends that the present 
invention is patentably distinguishable from the Hein patent and any prior art combination. 

III. SUMMARY 

Based upon the foregoing analysis, it is Applicants* contention that Claims 11-12 of the 
present invention are patentably distinguishable fi-om the prior art and the prior art combinations. 

The foregoing Brief is intended to assist the Board of Appeals in examining the application 
and, in the course of explanation, may employ shortened or more specific or variant descriptions of 
some of the claim language. Such descriptions are not intended to limit the scope of the claims; the 
actual claim language should be considered in each case. Furthermore, the remarks are not 
considered to be exhaustive of the facets of the invention which render it patentable, being only 
examples of certain advantageous features and differences which Applicants' attorney chooses to 
mention at this time. The required fee for transmittal of the appeal brief is enclosed herewith. 



-10- 



Reconsideration of the application, as amended, and allowance hereof are respectfully 



requested. 



Date 



Customer No. 24106 



Respectfully submitted, 





John S.M^ 
Reg. n/ 30,^27 
Andrew W. Chu 
Reg. No. 46,625 



Egbert Law Offices 
412 Main St., T" Floor 
Houston, Texas 77002 
(713) 224-8080 
(713) 223-4873 fax 
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CLAIMS APPENDIX 

1 1 . (Currently amended) A method of manufacturing a light protecting sheet comprising: 

applying a two-component adhesive of white color directly onto one side of an 
aluminum-deposited polyethylene terephthalate film; 

overlaying a transparent polyethylene terephthalate film on the adhesive; 

spreading white ink over an opposite side of the aluminum-deposited polyethylene 
terephthalate film; and 

coating a hot melt layer directly onto the white ink spread over said opposite side. 

12. (Currently amended) A light protecting sheet comprising: 

an aluminum-deposited polyethylene terephthalate film; 

a transparent polyethylene terephthalate film coated onto one side of the aluminum- 
deposited polyethylene terephthalate fihn via a two-component adhesive without any layer 
therebetween, wherein said two-component adhesive is mixed with a white pigment to fix said 
transparent polyethylene terephthalate film onto the aluminum-deposited polyethylene terephthalate 
film; 

a white ink layer coated on an opposite side of the aluminum-deposited polyethylene 
terephthalate film; and 

a hot melt layer directly covering the white ink layer without any layer therebetween. 
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EVIDENCE APPENDIX 

1. U. K. Patent No. 2 370 005 

2. German Patent No. 101 56 874 
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RELATED PROCEEDINGS APPENDIX 

Not Applicable. 
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PATENT AND TRADEMARK OFFICE 



SERIAL NO.: 10/022,184 ART UNIT: 1773 

FILED: December 14, 2001 EXAMINER: Jackson, M. R. 

TITLE: LIGHT PROTECTING SHEET AND METHOD FOR MANUFACTURING THE 
SAME 

AMENDMENT "F" 

Director of the U.S. Patent 

and Trademark Office 
P.O. Box 1450 
Alexandria, VA 223 13-1450 

Sir: 

In response to the Final Action of February 7, 2006, having a response being due before the 
filing of the Appeal Brief by July 10, 2006, please enter the amendments provided herein and 
consider the following remarks. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
APPLICANT: KIM, Yang-Pioung 

SERIAL NO.: 10/022,184 ART UNIT: 1773 

FILED: December 14,2001 EXAMINER: Jackson, M. R. 

TITLE: LIGHT PROTECTING SHEET AND METHOD FOR MANUFACTURING THE 
SAME 

Amendment F: CLAIM AMENDMENTS 
Claims 1-10 (canceled). 

1 1 . (Currently amended) A method of manufacturing a light protecting sheet comprising: 

applying a two-component adhesive of white color directly onto one side of an 
aluminum-deposited polyethylene terephthalate film; 

overlaying a transparent polyethylene terephthalate film on the adhesive; 

spreading white ink over an opposite side of the aluminum-deposited polyethylene 
terephthalate film; and 

coating a hot melt layer directly onto the white ink spread over said opposite side, said 
white ink having a different adhesive propeily than tlic two-component adhesive such that adhesion 
between the adhesive and the t r anspai - cnt polyethylene terephthalate film is sti ' ongc r than between 
the white ink and the transparent polyethylene terephthalate film . 

12. (Currently amended) A light protecting sheet comprising: 

an aluminum-deposited polyethylene terephthalate film; 

a transparent polyethylene terephthalate film coated onto one side of the aluminum- 
deposited polyethylene terephthalate film via a two-component adhesive without any layer 
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therebetween, wherein said two-component adhesive is mixed with a white pigment to fix said 
transparent polyethylene terephthalate film onto the aluminxmi-deposited polyethylene terephthalate 
film; 

a white ink layer coated on an opposite side of the aluminum-deposited polyethylene 
terephthalate film , said wliitc hik layer havmg a different adhesive property tliaii tlic two-component 
adhesiv e such tliat adhesion between the adhesive and the transparent polyctliylcnc tcrcphtlialatc film 
is stronger than between tlic white ink and the transpai 'c nt polyethylene terephthalate film ; and 

a hot melt layer directly covering the white ink layer without any layer therebetween. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
^PLICANT: KIM, Yang-Pioung 



SERIAL NO.: 10/022,184 



ART UNIT: 1773 



FILED: 



December 14, 2001 



EXAMINER: Jackson, M. R. 



TITLE: LIGHT PROTECTING SHEET AND METHOD FOR MANUFACTURING THE 



Upon entry of the present amendments, Claims 1 1 and 12 remain in this case. Claims 1 1 and 
12 have been amended so as to place the claims into a condition for appeal. 

The present amendments are being entered under 37 C.F.R. § 1.1 16 and 37 C.F.R. §41.33. 
Specifically, the claims are being presented under 37 C.F.R. §1.1 16(b)(2) so as to place the claims 
into a better condition for appeal. The Final Rejection was based upon a new matter rejection 
without regard to the previous arguments intended for appeal. The substance of the obviousness 
rejection at issue has been canceled, and Applicant seeks to have this obviousness rejection resolved 
on Appeal. The new matter rejection is not tiie basis for the previous arguments and is not the issue 
for appeal. As such. Applicant has submitted the present amendment so as to prepare the claims for 
appeal on the pertinent issue. 

On this basis. Applicant contends that Claims 1 1 and 12 are now in a proper condition for 
consideration on appeal. 



SAME 



Amendment F: REMARKS 



Respectfully submitted. 



Date 





Customer No. 24106 



Andrew W. Chu 
Reg. No. 46,625 
Attorney for Applicant 
Egbert Law Ofifices 
412 Main Street, 7th Floor 
Houston, Texas 77002 
(713)224-8080 
(713)223-4873 fax 
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Commissioner for Patents 
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Bitte HInwelse auf der Rtickseite t)eachtenl 



_ ZviwbnJckenstraSa 12 

^ ^ QUr ' ' ' ZwetbrOckenstraBe S-7 (Breitefhof) ZweibrOcksnatraBe 12 
ZmlbrOdSinatraBeia MartonabtslUmsen: 80331 MQnchon 

dndnnatistr. 64 
81$34MQnGh8n 



HauMdmao (fOr Fracht): Telefon: 
Dautaehes Patent- und Maifcenamt Telefax: 



B 2195-0 
2195-2221 
Www.dpma.de 



S-Bahnanschiuaa Im 



fwaibrOdcanatr. 12 <Hauptgebaude): -ClndnnatistraBe: 
81 - 88 Halteslelle btftoc 



Zahlungaempfanger: 

Bundeskasse Weiden 

BBK MOnchen 

Kto.Nr.:700 010 54 

BU: 700 000 00 

IC (SWIFT-Code): MARKDEF1700 

IBAN: DE84 70o6 0000 0070 0010 54 



82 HaHeatelie f^aanoartan 



